
Case Study:
Combatting Counterfeiting in International Markets

Case Background 

SME details
Location of headquarters: Europe
Industry: Food and beverage 
Status in China: Working with manufacturers in China, not selling in China yet.  

The SME is an international company with distributors in more than 60 countries. They sell mouth freshening products. Being conscious
of the importance of IP management, the SME has trademark protection in the EU, the USA, Canada, China, and several Middle Eastern
countries.

In recent years, they have found counterfeit products in several Middle Eastern countries, such as Saudi Arabia, Jordan, Israel, and the
UAE. The counterfeits bear a very similar brand name, and the products are the same kind of products, therefore potentially misleading
the consumers. Through an investigation in the Middle East, the SME found out that majority of the counterfeits have actually been
produced in China.

Actions taken 

The SME’s lawyers in Saudi Arabia have taken action to fight against the local counterfeiters. However, since the producers are from
China, the lawyers in Saudi Arabia cannot do much to stop the manufacturing of counterfeits. The SME wants to take action to stop
the Chinese manufacturers from using the SME’s name, and to stop them from exporting the counterfeits to the countries in which
the SME has been doing business and where the SME’s trademarks have been protected. To learn more about IP enforcement in China,
the SME contacted the China IP SME Helpdesk.

Outcome 
Following the China IP SME Helpdesk’s suggestion, the SME hired a trademark attorney in China to apply for the registration certificate
in Chinese of their international trademark. Within 1 month, they received the certificate in Chinese. As a next step, the trademark
attorney also recorded the trademark with the China Customs, using the Chinese registration certificate. It took 2-3 months to have
it approved in the Customs system. The SME has been monitoring the production of counterfeits and will decide to hire an IP expert
to carry out proper investigation and evidence collection at a later stage. 

The SME’s trademark has been protected in China via the international trademark application. The China National Intellectual Property
Administration (the CNIPA) does not issue the registration certificate in Chinese for any international trademarks unless the right owner
separately applies for it. To enforce the trademark right in China, the registration certificate in Chinese is necessary. The SME does not
yet have the registration certificate in Chinese, therefore, as the first step of the enforcement, the SME should apply for the registration
certificate in Chinese with the CNIPA for their international trademarks as soon as possible. They can either apply on their own or have
a trademark attorney in China do so. The language barrier could be troublesome for the SME if they choose to proceed on their own,
since all applications need to be made in Chinese. 

In addition, to avoid further counterfeits from China, the SME should consider recording their trademark rights with the Customs since
the China customs inspect both the exports and the imports.  Recording IP rights with the Customs could be done by the SME themselves
without paying any official fees, but if they have no employees in China, it could be difficult to complete the process. Another option
would be to have an IP firm handle it.

At the same time, the SME should contact IP lawyers in China to collect evidence. The IP Business Advisor emphasised the importance
of evidence collection, before taking any enforcement actions. Since the SME already knows the name of the manufacturer in China,
it is possible to conduct investigation without alerting the manufacturer. How to collect, preserve and notarise the evidence in China
is very important, otherwise it might jeopardise the case. Aster the evidence collection, the SME can decide which legal remedies to
choose as a next step, according to the evidence they have collected.

Actions Taken



Disclaimer: The China IP SME Helpdesk is a free service for SMEs which provides practical, objective
and factual information about Intellectual Property Rights in China. The services are not of a legal
or advisory nature and no responsibility is accepted for the results of any actions made on the basis
of its services. The content and opinions expressed are those of the authors and do not necessarily
represent the views of the European Commission and/or the European Innovation Council and SMEs
Executive Agency (EISMEA) or any other body of the European Union.
Before taking specific actions in relation to IP protection or enforcement all customers are advised to
seek independent advice. Neither the European Commission nor the Agency may be held responsible
for the use which may be made of the information contained herein.
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Lessons Learnt 
If you use the international filing route (Madrid system) to apply for trademark protection in China, you will need to request a
registration certificate in Chinese from the CNIPA to certify the international trademark, which can take one month or longer to
obtain following the request. Only with a registration certificate in Chinese can you enforce your rights in China, as administrative
authorities (including the China Customs) and courts will ask for this document as proof of your trademark rights. Therefore, when
following the international registration route, be advised to apply for a registration certificate in Chinese at the CNIPA.

Recordal of the trademark with the China Customs is not a pre-requisite, but it is highly recommended, and, if in place, the China
Customs will take the initiative to detain suspicious goods without the need for a specific request from the trademark holder. It
could be an efficient solution to identify and stop the counterfeits from China reaching your other target markets.

Evidence collection is time and energy consuming, but it is the most important step in enforcing your IP rights when your IP is
infringed. You should consult with IP experts knowledgeable in China’s IP laws on how to enforce your rights and how to collect the
evidence. The China IP SME Helpdesk can explain the enforcement options available in China. 


