
Case Study:
Trademark Search and Trademark Registration Via National Route
in China

Case Background 

SME details
Location of headquarters: Europe
Industry: Food and Beverage (Sangria in Aluminium Can)
Status in China: Planning to Enter The Market

The SME is a producer of sangria in an aluminium can. They were considering registering their trademark in China for their product.
While already aware of the fact that a trademark registered in the EU will not be protected in China, the SME wished to learn more
about the trademark protection landscape in China, including the cost, time, and registration routes. Therefore, they approached the
China IP SME Helpdesk to navigate trademark protection in China.

Trademark protection in China takes effect when the trademark is registered, not when the application has been submitted. The
protection term in China is the same as in the EU, which is 10 years. Without registration, the SME will not receive full protection. 

It is recommended to wait until obtaining trademark registration in China before starting to use the trademark. Otherwise, aster the
delivery of goods to China, the SME’s brand will become known to the public in China, which could lead to counterfeiting. In this
situation, without the registered trademark, the SME would only have limited options available to fight the counterfeits.  Moreover,
the SME could also record their registered trademark with the China customs and inform the Customs officials about their brand. The
China Customs will be helpful because they can detain imported and exported counterfeits. 

In terms of registration options, the SME could file the trademark application either directly with the China National Intellectual
Property Administration (CNIPA), or via the Madrid system international trademark registration route.

The main differences between the national filing route and the international filing route are as follows:

The national filing route can only provide protection in China.  All the documents need to be filed in Chinese, and therefore the SME
must hire a trademark attorney in China. The CNIPA further divides the Nice classification of goods and services into subclasses, thus
the SME will need a local Chinese trademark agent to advise which subclasses should be covered by the trademark application. Once
the trademark is successfully registered, the trademark certificate issued by the CNIPA is directly enforceable in China. Timewise, a
straightforward trademark registration takes about 6-12 months and costs around 40 Euros in official fees, plus additional trademark
attorney fees.

The Madrid system filing route allows the SME to file one application and extend it to different countries including China. As all documents
can be filed in English, it can be managed by the SME or their counsel in Europe. However, the certificate issued by the World Intellectual
Property Organization (WIPO) will not be directly enforceable in China, so the SME would need an additional application with the CNIPA
to issue the Chinese certificate. A straightforward international registration via the Madrid System takes about 18 months, while the
official registration fees could be over 700 Euros. 

Before filing the trademark application, it is important to run a trademark search. The SME in question wished to file a trademark
application including the wording and a logo (a composite trademark). The China IP SME Helpdesk assisted the SME with a trademark
search regarding the wording. In case of the composite mark, wording is more important when deciding whether the mark is similar
to other trademarks. When it comes to the logo, it is highly possible that the CNIPA might cite different prior similar logos to refuse
the registration of the trademark. However, as long as the wording of the prior trademarks is different from the SME’s trademark, it
is very likely that the CNIPA will grant the registration aster they file a review against the refusal, which would cost an additional
600-1,000 Euros. The Helpdesk also recommended asking the trademark agency to run another trademark search right before the
application, in case any new marks will have been registered in the meantime. If the SME has a tight budget, they should consider
just registering the wording part to obtain protection as soon as possible and to avoid potential refusals along the way.



Disclaimer: The China IP SME Helpdesk is a free service for SMEs which provides practical, objective
and factual information about Intellectual Property Rights in China. The services are not of a legal
or advisory nature and no responsibility is accepted for the results of any actions made on the basis
of its services. The content and opinions expressed are those of the authors and do not necessarily
represent the views of the European Commission and/or the European Innovation Council and SMEs
Executive Agency (EISMEA) or any other body of the European Union.
Before taking specific actions in relation to IP protection or enforcement all customers are advised to
seek independent advice. Neither the European Commission nor the Agency may be held responsible
for the use which may be made of the information contained herein.
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Lessons Learnt 
If you enter the market without prior trademark registration, you may face the risks of trademark squatting, counterfeiting, being
detained by the China Customs, etc. Therefore, it is important to have a strategy to protect your trademark, before coming to the
China market.

In China, there are millions of trademark filings every year, so it is easy to encounter similar trademarks when you file your
application, which will block the registration procedure of your trademark. Remember to conduct prior trademark searches before
filing your trademark application as it can help you discover any similar marks that might become obstacles in your registration
process. Accordingly, choose a suitable trademark strategy to match your budget and your business plan.

China is one of the Madrid System contracting parties, which means that international trademark registration is available in China.
European companies can choose to file an international trademark with the WIPO and then extend it to China and other countries.

There are many important differences between the national filing and the international filing route for trademark applications.
Choose a suitable one based on the needs of your business. When in doubt, consult with the IP experts. 

Trademark registration in China might not be very straightforward, seek the assistance of IP experts, when in doubt. The China IP
SME Helpdesk can assist you in devising your trademark protection strategy in China as well as support you with conducting prior
trademark searches.  

Outcome 
4 months aster the trademark application was submitted, the registration was refused by the CNIPA on the grounds that the logo
part was similar to the previously registered logo marks. The SME decided to file a review of refusal, to persuade the CNIPA that the
SME’s trademark was not similar with the existing trademarks, considering the wording was different. It takes time (around a year)
for the CNIPA to make the decision, but the SME is very optimistic about their chances.

The SME decided to proceed with a national filing directly with the CNIPA, to protect their composite trademark, with the assistance
of the China-based IP experts.

Actions Taken


