
Case Study:
Counterfeit Shoes Manufactured in China

Case Background 

SME details
Location of headquarters: Spain 
Industry: Manufacturing and sales of shoes
Status in China: Exporting to China   

The SME is a family-owned shoe producer based in Spain. It has been exporting shoes to China for years, while the shoes were always
manufactured in Spain. Recently, the SME came across counterfeit shoes in Nigeria and found out that the counterfeits were imported
from and manufactured in China. Due to the difficulty of enforcement in Nigeria, the SME was unable to stop the sale of counterfeit
shoes there. Instead, the SME decided to stop the production of counterfeit shoes in China in order to put an end to the supply of
counterfeits.

Actions taken 

The China IP SME Helpdesk IP Business Advisor emphasised the importance of evidence collection before taking any enforcement
actions. The SME was recommended to hire an IP expert to carry out the investigation into the alleged infringer. The possible types
of investigations usually include: 

•   Telephone investigation, which can be used to preliminarily assess the infringement network, such as hidden manufacturers and
    to help decide the next investigation steps. The telephone investigation is much cheaper than the onsite investigation and can be
    used to determine whether the onsite investigation is necessary.

•   Onsite investigation by an investigator or notary public, which will allow the pictures and photos taken onsite to be used in the
    later enforcement actions such as litigation. 

The pictures and videos taken by the business partner of the SME would unfortunately not be valid as evidence in the enforcement
procedures because they were not taken in the presence of a notary public.

The SME’s trademark is protected in China since they have extended their international trademark to China. The China National
Intellectual Property Administration (the CNIPA), however, does not issue the Chinese certificate for any international trademarks
unless the right owner separately applies for it. To enforce the trademark right in China, the Chinese certificate is necessary.  

Actions Taken

The SME does not yet have the Chinese certificate. Therefore, they should apply for the Chinese certificates with the CNIPA for their
international trademarks as soon as possible. They can either apply on their own or have a trademark attorney in China do so. The
language barrier could potentially cause issues for the SME if they choose to proceed on their own.

The IP Business Advisor also introduced different remedies of trademark infringement in China including litigation, administrative
actions, and sending cease-and-desist letters. Aster the evidence collection, the SME can decide which type of action to take. 

In addition, to avoid further counterfeits from China, the SME should consider recording their trademark rights with the Customs
since the China Customs inspect both exported and imported goods. Recording IP rights with the Customs could be done by the SME
themselves, without paying any official fees, but if they have no employees in China, it could be difficult to complete the process since
the SME would need to designate an entity based in China for the communication purposes. Alternatively, the SME could appoint an
IP attorney/agent to handle the recordal process and act as the SME’s China-based representative. 

The SME has an international trademark registration in China as they have been selling shoes in China for years. Meanwhile, the
counterfeiter does not have any trademark registration in China. The SME decided to send one of his business partners in China to
visit the shop of the counterfeiter in Guangzhou. During the onsite visit, it turned out that the counterfeiter also sold shoes of other
famous European brands. All these products were most likely counterfeits as well. Pictures and videos of counterfeit shoes were taken
during the visit. Shortly asterwards, the SME arranged a call with the China IP SME Helpdesk to explore possible remedies. 



Disclaimer: The China IP SME Helpdesk is a free service for SMEs which provides practical, objective
and factual information about Intellectual Property Rights in China. The services are not of a legal
or advisory nature and no responsibility is accepted for the results of any actions made on the basis
of its services. The content and opinions expressed are those of the authors and do not necessarily
represent the views of the European Commission and/or the European Innovation Council and SMEs
Executive Agency (EISMEA) or any other body of the European Union.
Before taking specific actions in relation to IP protection or enforcement all customers are advised to
seek independent advice. Neither the European Commission nor the Agency may be held responsible
for the use which may be made of the information contained herein.
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Lessons Learnt 
If your international trademark has been extended and granted in China, you have trademark rights and can enforce these against
the counterfeiters in China. However, you still need to apply for a Chinese certificate with the CNIPA aster your rights have been
granted. The Chinese certificate will be useful in the enforcement proceedings.

Counterfeits originating from China could be found in your other target markets. To stop the supply of counterfeits in your other
target countries, stopping manufacturing in China is essential. However, China has certain rules for IP enforcement such as strict
evidence collection rules. Therefore, you should consult with IP experts, who can explain IP enforcement procedures in China, before
deciding to take any action.

The China Customs inspects the goods exported from and imported to China, which could be very helpful to prevent counterfeits if
you leverage it well.  

Outcome 
Aster talking with different IP attorneys, the SME realised that it is beyond their budget to carry out the investigation or take enforcement
actions against the counterfeiter in China. Therefore, they decided against doing anything at the current stage but keep monitoring
the counterfeiting situation in Nigeria.

Regarding the trademark recordal with the China Customs, they decided to hire a lawyer to proceed with it.


