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Overview of today’s webinar

• 10:00 – 10:10 Importance of a patent strategy

• 10:10 – 10:20 Managing Patents under PCT 
(advantages/disadvantages)

• 10:20 – 10:30 International filing (fees & how to file)

• 10:30 – 10:50 Role of the EPO

• 10:50 – 11:00 Q&A



What we offer…

Free of charge, first-line confidential assistance on IP 
protection, management and enforcement in third markets

Beneficiaries

EU SMEs and SMEs from Associated countries:

• working with entities in India, LA, SEA, China

• Established in either of those countries

• potentially interested in establishing commercial and R&D 
activities in these markets



Questions?

question@china-iprhelpdesk.eu

Enquiry Helpline

Guides & Factsheets

Training Workshops

Website & Blog

Webinars

Helpdesk free services





Stay connected!

ec.europa.eu/ip-helpdesk

@ChinaIPR
@seaiprhelpdesk
@latinamericaipr

@IndiaIPhelpdesk
@iprchina
@latinamericaipr
@iprSEAsia

@chinaipr-hd
@seasiaipr
@latinamericaipr
@India IP helpdesk





1. Importance of a patent strategy

Exclusive rights

Improve your 

reputation

Strengthen your 

market position

Boost your 

negotiation 

power

More 

commercialisation

options



2. Managing Patents under the PCT 
[8 Advantages]

• Multiplying effects = seeking patent protection simultaneously in multiple countries (153 CS)

• Upfront information = receive fast/reliable 1st opinion on prior art + patentability of the invention

• Amendment mechanisms = applicants may amend their application during Int. phase

• Additional searches = further (optional) PCT reports/written opinions 

• Additional time = the PCT provides up to 19 more months to decide

• Fast-track procedures = numerous bilateral agreements under the Patent Prosecution Highway

• Flexible procedure = request early entry into the national phase at any time before expiry of deadline

• Overall cost-effectiveness = streamlined & central procesution + assessment information



2. Managing Patents under the PCT 
[5 Disadvantages]

• Only applicable to the registration procedure 

• Potentially higher final costs = PCT international filing and search fees  + national phases fees

• Some countries/territories are not yet covered by the PCT 

• Longer time to obtain a patent = entry into national phase is foreseen after 30/31 months DL

• Effectiveness of the PCT procedure depends on the size of a company and on the 
number of countries / jurisdictions of interest



3. International Filing: Fees and ‘How to file’ 

Step 1 : International phase Step 2 : National / Regional phase

Filing the international application • The national or regional phase consists 
of processing of the international 
application before each designated 
patent office.

• The entry requirements into the 
national phase depend on each 
state or designated office. 

• NO invitation to the national phase
(responsability of the applicant)

International Search & Examination

Notification & International 
Publication

Optional Procedures
(Supplementary International Search)

(International Preliminary Examination) 



3. International Filing: Fees and ‘How to file’ 

Under the PCT, applicants have to comply with only one set of formal requirements. An international application 
includes the following elements:✓ PCT request✓ description✓ claim(s) ✓ an abstract✓ drawings (only 
required when necessary for the understanding of the invention).

• INTERNATIONALLING FEE SEARCH FEE6 
TRANSMITTAL

• FEE7

PCT applicants generally pay three types of fees 
when they file an international application:

(a) an international filing fee of 1,330 Swiss francs,

(b) a search fee which can vary from approx. 150 to 
2,000 Swiss francs depending on the ISA chosen, 
and

(c) a small transmittal fee which varies depending 
on the receiving Office.



3. International Filing: Fees and ‘How to file’



3. International Filing: Fees and ‘How to file’ 

Particularities of India 

1. 1. Examination Fee Reduction & Priority when Indian Patent 
Office is chosen as International Search Agency (ISA) there is 
considerable fee reduction during national phase entry.

1. 2.  Translation: Verified translated documents have to be 
submitted either to WIPO or at Indian Patent Office and not 
submitting it on time can result in loss of priority. 

2. 3. Amendments: make sure that amendments are directly 
covered either by claims described or shown in the specification 
before amendment. (Deletion of claims possible but not 
additions.)

1. 4. Foreign Applications should inform the controller detail 
particulars of the same patent filed in other countries and 
update any changes in the application.(Extremely Important 
as non- compliance is ground of revocation).

India

Indian Patent Office

(Delhi, Chennai,

Kolkata, Mumbai)

On What Payable E-filing For Physical

Filing

Applicants are

required to file

through an

authorised

representative

(agent) with a local

address.

Natural

Person or,

Small Entities

or Start-Ups

Oth

ers

Natural

Person or,

Small

Entities or

Oth

ers

Transmittal Fess 1600

INR

8000

INR

3750

INR

17600

INR

Search Fee for Indian 

Applicant choosing 

Indian Patent Office 

as International 

Search Agency (ISA)

2500 INR

(around

35 Euros)

10000

INR

(around

125

Euros)

NA NA

Preliminary

Examination where

the ISR was issued

by International ISA.

3000 INR

(around

40 euros )

12000

INR

NA NA

Preliminary

Examination Fee

where ISR was issued

by Indian Patent

Office as ISA

2500 INR 10000

INR

NA NA



4. Role of the EPO



Protecting your invention abroad
Take advantage of the PCT with the EPO

Camille-Rémy Bogliolo 15 September 2021Head of Department | PCT Affairs



European Patent Office

=PCT

What’s the PCT? A Cooperation Treaty with 153 PCT Member States



European Patent Office

• Keep control of your timing:

• use the multiplying effect in up to 153 
States

• All-designation system

• Time gain – from 12 m of the Paris 
Convention up to 30 / 31 months of the PCT

• Cost and administrative efficiency: ONE
procedure in ONE language with ONE agent

What does the PCT bring … 
… to your patent filing strategy?

Benefits of the PCT system:

PCT search at 9 months max 
for first filings; 16 months 
in average for second filings

If needed: application 
amended within 30 m

Time gain of 18m of 
international phase can be 
shortened by early entry 
into the national phase if 
you wish to accelerate!



European Patent Office

38 European member states 

Belgium • Germany • France • Luxembourg • Netherlands

Switzerland • United Kingdom • Sweden • Italy • Austria 

Liechtenstein • Greece • Spain • Denmark • Monaco

Portugal • Ireland • Finland • Cyprus • Turkey

Bulgaria • Czech Rep. • Estonia • Slovakia

Slovenia • Hungary • Romania • Poland • Iceland

Lithuania • Latvia • Malta • Croatia • Norway

North Macedonia • San Marino • Albania • Serbia 

Two European extension states 

Bosnia and Herzegovina • Montenegro

Four validation states 

Republic of Moldova • Morocco • Tunisia

Cambodia

The EPO today ... an area with some
700m inhabitants



European Patent Office

• You must be interested in … Europe and the 
World!

• where do you seek for patent 
protection?

• Quality is in our DNA!

• same standard for both EP & PCT 
procedures

• Flowers in the Garden

• exploiting the wonders of the PCT

How can the EPO support you … 
… in your journey?

EPO as ISA has universal 
competence and is 
competent ISA for 
applicants from 147 
countries, incl. India, China, 
South-East Asia, all Latin 
American countries which 
are PCT member states

Quality assurance in the 
entire patent process:

ISO 9001 certified quality 
management system 

EPO timeliness to establish 
PCT search reports within 
17m from 
the priority date: 96% 
(2020)

EPO has planted many 
flowers in the PCT garden 
e.g. PCT-CLAR and PCT 
Direct services, preliminary 
opinion in case of non-unity, 
info sheet on search 
strategy



European Patent Office

Some figures: the EPO as ISA in 2020

EPO is Nr 1 ISA in 2019:

80 700 search reports

EPO as Nr 1 IPEA in 2019:

6 000 exam. reports

(55% of the total)

EPO's services as IPEA 
include
top-up search and full 
dialogue 
with examiner

31.2

18.9
10.7

24.3

8.2

6.7

EPO

JPO

KIPO

CNIPA

USPTO

Others

46.2

0.6

27.8

14.1

1

RO/EP

RO/IB

RO/JP

RO/US

Other Eur.

Others

ISRs established in 2020

Origin of Search Copies 
received by ISA/EP in 
2020 (%)



European Patent Office

• Keeping all options open as long as possible
… 
… by entering the European phase 

• Recognition of EPO's own PCT search and 
exam. reports is boosting your grant process:

• Fast track: dispense of search (and 
thus no supplementary search fee) 

• 75% examination fee reduction (in 
case of PCT exam. report by the EPO)

With the EPO, 
many benefits come along the road

States which have closed their 

national route in favour of the EPO: 

Belgium, Cyprus, France, Greece, 

Ireland, Latvia, Lithuania, Monaco, 

Montenegro, Netherlands, Slovenia.

Benefits for an applicant having 

EPO=ISA+IPEA and entering into the 

European phase: 

▪ -1 350 EUR (Eur. Suppl. Search 

fee) and -1 425 EUR (Exam. Fee)

= -2 775 EUR

▪ 12m faster



European Patent Office

You may export your invention ...
… all over the world using PCT-PPH



European Patent Office

Need more information?

Follow us on

▪ facebook.com/europeanpatentoffice

▪ twitter.com/EPOorg

▪ youtube.com/EPOfilms

▪ linkedin.com/company/european-patent-office

For more information, you are invited to consult the 

"Euro-PCT guide" provided by the EPO at: www.epo.org

For any questions or queries, please contact: 

international_pct_affairs@epo.org 



Q&A



Questions?


