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TRADE MARK REGISTRATION TIPS IN GHANA

Trade mark registration is a crucial step for businesses and individuals looking to protect
their brands and intellectual property. In Ghana, as in many other jurisdictions, trade
marks serve as an essential tool in establishing brand identity, ensuring market
exclusivity, and preventing unauthorized use of brand elements by competitors. With the
increasing importance of brand recognition in today’s global market, understanding the
process and requirements for trade mark registration in Ghana is vital for any business
or individual operating in the country.

In Ghana, trade mark is primarily governed by the Trade marks Act, 2004. This legislation
outlines the comprehensive legal framework for the registration, protection, and
enforcement of trade mark rights. The Ghana Industrial Property Office (GIPO) is
administered by the Registrar General's Department, Ministry of Justice.

Trade mark is any sign or combination of signs capable of distinguishing the goods or
services of one undertaking from the goods or services of other undertakings including
words such as personal names, letters, logos, brand names, slogans, numerals and
figurative elements.” Ghana operates under a first-to-file system, meaning that trade
mark rights are generally granted to the first person to file an application, regardless of
first use.

Ghana recognizes Collective marks; A collective mark is a visible sign capable of
distinguishing the origin or any other common characteristic including the quality of
goods or services of different enterprises which use the sign under the control of a
registered owner from the goods or services of other enterprises.? A trade mark must
not be descriptive of the goods or service for which registration is sought. The Applicant
must ensure that the trade mark is distinctive enough for it to be registered.

1. Legal protection
Registering a trade mark in Ghana provides the owner with exclusive rights to use
the mark in relation to the goods or services for which it is registered. This legal
protection enables the trade mark owner to prevent others from using a similar
mark that could cause confusion in the market.

T Section 1 of the Ghana Trade Marks Act, 2004.
2 Section 2 of the Ghana Trade Marks Act, 2004.
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2. Brand identity
A registered trade mark helps establish and solidify a brand's identity in the market. It
differentiates a business's products or services from competitors, fostering brand loyalty
and consumer trust.

3. Market exclusivity
Trade mark registration grants the owner exclusive rights to use the mark within Ghana.

This exclusivity is crucial in maintaining a competitive edge, especially in markets with
numerous players offering similar products or services.

4. Assetvalue
A registered trade mark can become a valuable asset for a business, contributing to its
overall valuation. Trade marks can be licensed®, franchised, or even sold, providing
additional revenue streams for the owner.

5. Legal Recourse
In cases of infringement, a registered trade mark allows the owner to take legal action

against unauthorized use of the mark. Without registration, enforcing trade mark rights
can be challenging and often ineffective.

It is important to note that the Trade mark act provides thus “If the ordinary residence or
principal place of business of an applicant under this Act is outside the country, the applicant
shall be represented by a legal practitioner resident and practising in the country”

The Implication of the above section is such that if a person or company applying for a
trade mark under the Act is based outside Ghana, they must hire a local legal practitioner
to represent them. This legal practitioner must be qualified to practice law in Ghana. The
list of accredited agents can be found here.

The processes and tips for a successful trade mark registration are as follows:

1. Conduct a trade mark search

Before applying for trade mark registration, it is crucial to conduct a thorough search of
existing trade marks in Ghana. This step helps ensure that the proposed trade mark does
not conflict with any already registered or pending trade marks. It reduces the risk of an
application being rejected and minimizes potential legal disputes. Trade mark searches
in Ghana can be conducted through the Ghana Intellectual Property Office (GIPO)
database. It is advisable to engage a trade mark professional to assist with the search
process, as they can provide expert analysis and guidance on the search report.

2. Determine the appropriate class

3 Section 16 (1) of the Ghana Trade Marks Act 2004.
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Trade marks are registered under specific classes of goods and services, according to the
Nice Classification system. It is essential to identify the correct class or classes under
which a trade mark should be registered. Selecting the appropriate class ensures that the
proposed trade mark protection covers the relevant goods or services your business
offers. On the other hand, where a business operates in multiple sectors or offers arange
of products and services, it is advisable to register the trade mark in more than one class
for broader protection.

3. Prepare the trade mark application
Application of Trade Mark is made via Form No. 2. This may be submitted to the Ghana

Intellectual Property Office (GIPO) either online or in person. The following information is
required from the applicant:

A clear representation of the mark

The applicant's name and address

A list of goods or services for which the mark will be used

The class(es) under which the goods or services fall (based on the Nice
Classification)

e Proof of payment of official fees

The GIPO will issue an acknowledgment of receipt, confirming that the application has
been filed. This acknowledgment serves as proof that the application is under
consideration.

4. Examination process*

There are two types of Examination done at the registry which is a Formal Examination
and a substantive examination. After filing, the GIPO conducts a formal examination to
evaluate whether the trade mark complies with all legal requirements under the Trade
marks Act.” This includes verifying the applicant's details, the accuracy of the trade mark
representation, and the classification of goods or services, while the substantive
examination involves assessing whether the trade mark is distinctive and not identical or
confusingly similar to existing trade marks.

5. Publication for opposition
If the GIPO finds the trade mark application acceptable, it will be published in the Trade
marks Journal®. This publication serves as a public notice, allowing third parties to oppose
the registration if they believe the trade mark conflicts with their existing rights. The
opposition period in Ghana typically lasts for two months from the date of publication.’

4 Section 6 of the Trade marks Act, 2004 (Act 664) as Amended

>Section 1, 3, 4 (1) & 2 and 5 of the Trade marks Act, 2004 (Act 664) as Amended
6 Section 6 (2) Trade marks Act, 2004 (Act 664) as Amended

7 Section 15 of the Ghana Trade marks Regulations, 1970.
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If an opposition is filed, the applicant must respond to the objections raised by filing a
counter-statement stating grounds on which the applicant relies that the mark should be
registered. If the applicant fails to respond to the notice of opposition the applicant shall
be deemed to have abandoned the application.

6. 6. Registration and issuance of certificate
If no opposition is filed, or if any opposition is resolved in favour of the trade mark
applicant, the trade mark will proceed to registration. The GIPO will issue a Certificate of
Registration, which serves as official confirmation of the trade mark's registered status.
In Ghana, a registered trade mark is valid for 10 years from the date of filing. The
registration can be renewed indefinitely for an additional period of 10 years subject to
the payment of renewal fees.

(a) Leverage Ghana’s ARIPO membership

Ghana is a member of the African Regional Intellectual Property Organization (ARIPO),
which provides a streamlined process for trade mark protection across multiple African
countries. When registering a trade mark in Ghana, it is advisable to consider filing
through the ARIPO channel which allows for filing a single application under ARIPO and
designating in other member states to enjoy adequate protection of the mark in multiple
ARIPO member states. It is often more economical than filing separate national
applications, it saves time also, filing can be faster than under ARIPO than dealing with
multiple national offices. It is worthy of note that Multi-class applications are possible in
ARIPO which means that a single application covers multiple classes of goods or services
and this can be more cost-effective than separate applications for each class. However,
it's important to note that while filing through ARIPO can be advantageous, it doesn't
replace the need for national filings in certain situations.

(b) Selecting a unique name

Another tip to a successful registration is by selecting a trade mark that is unique and
easily distinguishable and in conformity with Section 5 of the Ghana Trade mark Act.
Applicants should avoid using generic names or those that describe or imply the qualities
or effectiveness of the goods or services. Applicants should also consider cultural
sensitivities and local languages when choosing a mark in Ghana, because the meaning
of the mark is also a consideration for the examiner during examination of the Trade
mark.

(c) Conduct a thorough search

While this is optional and it has been mentioned in the process, it's worth emphasizing.
A comprehensive search under ARIPO and Ghana can save Applicant the time, stress and
money by merely identifying potential conflicts early. It can be quite exhausting for an
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Applicant to undergo an opposition process or face a cancellation action initiated by an
interested party with a legal claim to the trade mark when this could have been easily
averted by a thorough search. It's crucial to be mindful of both identical and similar
marks, as well as phonetic equivalents during your search.

(d) Proper classification of the goods and services

Ghana uses the Nice Classification system for the registration of trade marks, which is an
internationally recognized system used to classify goods and services. Accurately
identifying the correct classes for an applicant goods or services is critical when filing a
trade mark application. Misclassifying trade marks classes for goods or services can result
in significant setbacks, such as delays in the processing of the application, or, in some
cases, the outright rejection of such application. Ensuring that an application is properly
classified from the outset helps streamline the process and improves the chances of
securing trade mark protection in Ghana and ARIPO as the case may be.

(e) Use local expertise

It is not mandatory to use a local attorney for trade mark registration as the Law allows
an individual to do it themselves, However, engaging an accredited agent can be highly
beneficial when registering a trade mark in Ghana or in ARIPO. These professionals
possess in-depth knowledge of Ghanaian trade mark law, which enables them to navigate
the complexities and nuances that might be overlooked by those unfamiliar with the
system. By leveraging their experience, they can help with their legal guidance to save
time, reduce risk, and increase the likelihood of successfully securing a trade mark in
Ghana or in ARIPO. Local experts can also advise on cultural considerations that might
affect the mark's reception, ultimately, they can represent an applicant in opposition
proceedings if they arise. Accredited agents may be found here.

(f) File promptly

Ghana and ARIPO operates on a first-to-file basis. Once an Applicant has decided on a
mark, they should file as soon as possible to secure their rights. A first to file system
means that the rights to a trade mark are granted to the first person or entity to file an
application, regardless of whether someone else may have been using the mark
beforehand. Therefore, once an applicant has decided on a mark for their goods or
services, it's crucial to act swiftly and file the trade mark application. Delaying an
application could result in someone else filing a similar or identical mark before the
Applicant. Filing promptly not only secures the Applicant’s rights but also minimizes the
risk of legal disputes or challenges from other parties who may attempt to claim the mark.

(g) Maintaining trade mark rights

Registering a trade mark is only the first step in protecting a brand, it is essential to renew
the registration every 10 years. Failing to renew the trade mark on time may result in the
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loss of exclusive rights, allowing others to register or use the trade mark. Also, trade mark
owners must actively monitor the market for potential infringements. If unauthorized use
of the trade mark is detected, swift action should be taken to enforce rights, which may
include sending cease and desist letters, initiating legal proceedings, or negotiating
settlements.

(h) Use of the mark

A trade mark owner must endeavor to put the mark into use. The trade marks Act
provides that “a person interested in a trade mark may request the Registrar to remove
a trade mark from the register because up to one month prior to filing for removal, the
trade mark had not been used by the registered owner or a licensee for any of the goods
or services in respect of which it was registered for a continuous period of five years or
longer.” The implication of the above is such that a trade mark can still be challenged after
being registered if a trade mark owner fails to put the registered trade mark into use thus,
it is possible to file for the cancellation of a trade mark on the grounds of non-use. The
applicant must provide evidence that the trade mark owner has not actively used the
trade mark in Ghana.

Trade mark registration in Ghana is a critical step for protecting your brand and ensuring
market exclusivity. By following the tips outlined in this article, businesses and individuals
can navigate the registration process more effectively and secure robust legal protection
for their trade marks. Engaging the services of an experienced trade mark attorney
(accredited agents) can further streamline the process and help avoid common pitfalls.
With a registered trade mark, you can confidently build and expand your brand in Ghana,
knowing that your intellectual property is well-protected.

Contact us: Follow us:

E-mail: africa.iphelpdesk@euipo.europa.eu
Phone Number: Europe (Spain): +34 96 513 9810 @AfricalP
Opening hours: Monday to Friday

8:30 to 18:30 (CET/CEST)
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