
Case Study:
Trademark Transfer of Bad-Faith Trademark Registration   

Case background 

SME details
Location of headquarters: Europe 
Industry: cosmetics, beauty products 
Status in China: available via e-commerce 

The SME is a cosmetics company with no trademark currently registered in China. In early 2022, the company was alerted by a local
law firm about the company’s trademark being registered by a third party in China. At that time, the period for bringing an opposition
against the registration was still open. 

Actions taken 
The SME tried to fight the bad faith trademark registration and recover their brand name as the China market was important to
them. They decided to work together with the law firm that had alerted them about the bad-faith trademark registration, and bring
an opposition against the trademark application by the Chinese entity.  

Outcome 
Eventually, the CNIPA refused the assignment based on insufficient proof of use, and the bad faith of the assignor (the Chinse
company). Since the trademark transfer was not an option anymore, the SME instead filed a trademark application on their own name
and decided to focus on the trademark registration. The Chinese individual agreed to remove the bad-faith trademark. Since the
bad-faith trademark is no longer an obstacle, the SME should finally be able to register their trademark. 

In February 2022, the SME contacted the China IP SME Helpdesk for advice in the potential bad- faith trademark registration case.
The Helpdesk IP Business advisor provided information to the SME about presenting an opposition and offered an online consultation
session to further discuss the company’s options. In addition, the IP Business Advisor ran a check on the Chinese entity behind the
trademark registration attempt and discovered that the applicant, a Chinese individual, had registered more than 40 different trade
marks for cosmetics products, plus another more than 40 trademarks in other different classes. All these applications were filed
during the period of 2020 – 2022. Most of the trademark applications filed by the Chinese individual could be recognised as marks
of European and other international brands, thus indicating a potential bad-faith trademark registration attempt. 

A�er some time, the SME and the law firm representing them, decided to change their strategy. Instead of going further with the
trademark opposition, they decided to withdraw the opposition and negotiate for a trademark transfer from the Chinese entity back
to the SME. The Chinese entity had agreed, and the SME paid the trademark assignment fees. Unfortunately, the China National
Intellectual Property Administration (the CNIPA) unexpectedly blocked the trademark transfer because the Chinese entity was suspected
of having filed a bad-faith trademark application and had been blacklisted. Trademark regulations change quickly and the CNIPA is
taking a tougher stance against trademark squatters, something that the SME and the law firm representing them had not expected. 

To continue the examination of the trademark transfer, the CNIPA requested the evidence of use from both the assignor and the
assignee (the Chinese company and the SME). The SME provided proof of use, while the trademark squatter had no evidence of use
to present. 



Disclaimer: The China IP SME Helpdesk is a free service for SMEs which provides practical, objective
and factual information about Intellectual Property Rights in China. The services are not of a legal
or advisory nature and no responsibility is accepted for the results of any actions made on the basis
of its services. The content and opinions expressed are those of the authors and do not necessarily
represent the views of the European Commission and/or the European Innovation Council and SMEs
Executive Agency (EISMEA) or any other body of the European Union.
Before taking specific actions in relation to IP protection or enforcement all customers are advised to
seek independent advice. Neither the European Commission nor the Agency may be held responsible
for the use which may be made of the information contained herein.
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Lessons Learnt 
It is recommended to run a background search of the Chinese company before agreeing to a trademark assignment, to check whether
bad faith might be involved. If a Chinese company has registered many trademarks of known brands, bad faith might be involved.
Trademark assignment may, thus, no longer be an ideal action to overcome bad-faith trademark registrations.

Registering your trademark in China well before entering the market is important, especially for the sectors involving cosmetics,
consumer products, food and beverage, etc, which encounter bad-faith trademark registrations more frequently. 

IP laws and regulations in China change rapidly, so it is important to keep yourself up to date with the changes.

It is not always recommended to choose the law firm to represent you which brought the bad-faith registration to your attention.
These law firms fish for clients to make money on the lawyers’ fees and might not always have the best interests of the client at heart.  


