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1. What is it for?

In many cases, performing a prior art search —especially inthe case of patents-
is essential for a successful Intellectual Property Rights (IPRs) strategy.

Benefits of conducting an appropriate patent search:

Assess the scope of existing IPRs to prevent infringements or affect prior
third parties’ rights.

Evaluate legal patentability requirements’ compliance, since if an invention
is included in the state of the art, it will not be considered new (lack of no-
velty), and if given the state of the art the invention would be obvious to a
skilled person in the field, it will lack ‘inventive step’.

Know what other organizations do, by identifying competitors, either to find
allies or partners, or to determine market trends.

Detect and prevent threats, by identifying who may be developing similar
technology, besides being able to anticipate technological change.

Save money by preventing duplication of efforts or other resources.

Information about the state of the art is contained in a worldwide collection of
over 100 million patent documents and a great proportion of such information
has never been disclosed except in a patent application.

0 TIPS and WATCH OUTS

Although the state of the art is mainly composed of the patent
literature, it also includes by definition any other invention that has
been made public by any means (not necessarily patented). Therefore,
academic publications and the information disclosed on the internet
or by any other means are also to be taken into account. Some of the
sources to consider are:

« Directory of Open Access Journals (DOAJ). www.doaj.org

e ScienceDirect: Scientific publications (i.e. journal articles and book
chapters) and free access patents. www.sciencedirect.com

* Google Scholar: Google Scholar search engine. https://scholar.google.
es/



http://ec.europa.eu/trade/policy/countries-and-regions/regions/andean-community/
www.doaj.org
www.sciencedirect.com
https://scholar.google.es/
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2. Conducting a search

Performing a search in the various patent databases around the
world —at least in the most relevant ones- will allow you to find
more or less standarised information both in its presentation and
name. Most of them contain, in addition to the applicant’s data,
technical and legal information.

Technical
information

Brief description of the invention:

Description of the state of the art, drawings
that illustrate the invention, examples of
application).

- Quotations and references.
Bibliographic data.

- International Patent Classification (IPC).

- Title.

. Summary.
Drawing.

Legal
information

Priority date: Filing date of the first patent
application.

Filing date.

Selected countries.

Legal status.

Applicant’s
information

Applicant’s data.
Inventor’s data.

Therefore, the search can be made in all fields where patent appli-
cations contain traceable information (e.g. title, names of inven-
tors or applicants, filing date of the application or its filing/grant
number.

TIPS and WATCH-OUTS

Free-access patent databases are very useful for you to
know which patents have been registered by competitors.
You only have to insert their company name in your patent-
owner based search.

Search may be conducted either in free-access or subscription da-
tabases. Among the free databases, the most relevant ones are:

* Patentscope: (http://goo.gi/XXvL39) is the World Intellectual
Property Organization (WIPO) database. It currently contains
over 43 million patent documents and is available in English,
French, Spanish, German and Portuguese (among others).

* Espacenet: (http://goo.gl/sivzbj) is the European Patent Office
(EPO) database. It contains more than 90 million patent do-
cuments from more than 90 countries and WIPO. Available in
English, French and German.

« Latipat: (http://goo.gl/ijL1gb) This database uses the search en-
gine from Espacenet. It contains all the patents and utility mo-

: THE BASICS

dels published since 1955 in Spain and 19 Latinamerican coun-
tries. Argentina, Brazil, Chile, Paraguay, Uruguay and Venezuela
are included. It is available in Spanish, Portuguese and English.

All of them are easy to use and allow you to perform simple and
advanced search. We will focus on two types of search: using
keywords and based on the International Patent Classification.

A. Search by keywords

As a first option, you may conduct a search using keywords combi-
ned with the different logical (or boolean) or proximity (or trunca-
tion) operators. This is recommended when the patent information
is partially unknown or when you want to know what patents have
a specific holder or inventor registered. Logical operators will help
you to include expressions that are formed by two or more words;
or to exclude certain words. Meanwhile, truncation will allow you
to open the search scope by writing the root of the word plus a
symbol to complete it. For example: Asterisk (*), ddlar symbol (S)
or question mark (?).

OPERATOR FUNCTION SINTAX

AND All the terms are included | Term 1 AND Term 2
in the search field

OR At least one term is|Term 1 OR Term 2
included in the search
field

XOR Only one of the terms |Term 1 XOR Term 2
is included in the search
fields

NOT The terms do not appear | Term 1 NOT Term 2

in the search field
Terms that appear next | Term 1 NEAR Term 2

to another term or a

maximum of X terms Term 1 NEARX Term 2
away

Terms that appear in the | Term 1 WITH Term 2
same sentence

NEAR

WITH

SAME Terms that appear in the | Term 1 SAME Term 2

same paragraph

*S,? No-limitation symbols Term* (any sufix)

*Term (any prefix)

Term*5 (any 5 letters
sufix)



http://goo.gl/XXvL39
http://goo.gl/sivzbj
http://goo.gl/ijL1qb
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TIPS and WATCH-OUTS

Please take into account when performing a keyword-
search that some terms might be written differently (Eg.
color/colour or fiber/fibre).

Example:

Let's say that we would like to search for every sport footwear
patent (except football boots) owned by ADIDAS in the world.

First, we will access the “Advanced search” of Espacenet, which is
the free database with the largest number of patent documents:
http://goo.gl/fklwmb



http://goo.gl/fklwmb
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A simple click on the document allows us to see if it is what we were looking for. Bibliographic information, drawings, description, claims,
etc. can be accessed too. The application number of the patent could be very useful to conduct a new search in another database.
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B. Classification-based search

Patent documents are identified and classified according to a
hierarchical system where the area of technology is divided into
a number of sections, classes, subclasses, and groups to which it
belongs. This system is essential to determine the state of the art
in a specific field of technology.

Established since 1971 by the Strasbourg Agreement, this stan-
dardized system sets a common classification for Patents and
Utility Models called International Patent Classification (IPC), which
allows you to conduct a search when keywords are not sufficient.

TIPS and WATCH-OUTS

The search based on the CPI is more complex, but includes
those patents that cannot be found by doing a keyword-
based search . For example: those with a very abstract
title (e.g. treatment system.), a very vague title (e.g. cutting
instrument, instead of scissors) or an incorrect title.

The IPC system covers all areas of technology and is organized
hierarchically in different levels.

This allows you to search the prior art for limited and specific te-
chnological sectors, serves to prepare statistics and to perform an
analysis of the evolution of technological development. It is divi-
ded into 8 sections represented by a capital letter:

SECTOR TECHNOLOGICAL AREA

0 TIPS and WATCH OUTS

Do not lose sight of the fact that the IPC is different to the
Cooperative Patent Classification (CPC), which was initia-
ted as a joint partnership between the USPTO and the EPO
where the Offices have agreed to harmonize their existing
classification systems (ECLA and USPC, respectively) and
migrate towards a common classification scheme.

The CPC has an extra Technological Area (General tagging
of new technological developments; General tagging of
cross-sectional technologies spanning over several sections
of the IPC).

Source: http://www.cooperativepatentclassification.org/index.
html

Each section is divided into groups and subgroups distinguished by
a two-digit number followed by a letter.

Example, HO1S: SECTION (Technological Area).

H ELECTRICITY: CLASS (Two-digit number after the section sym-
bol).

HO1 Basic Electric Elements: SUBCLASS (Letter after the class
symbol).

HO1S Devices using stimulated emission
Subgroups are divided and they may be recognized in their hierar-

chical position regarding its root taking into account the number of
points (one or more):

BASIC ELECTRIC

A Human necessities
ELEMENTS
B Performing operations; Transporting ) )
Subclass: HO1S Devices using
C Chemistry: Metallurgy stimulated emission
D Textiles; Paper Main Group HO1S 3/00
E Fixed constructions SSEQF;E:; 3/02 structure details
Mechanical engineering; Lighting; Heating; Two points
F Weapons; Blasting engines or pumps Subgroup 3/03 | of laser tubes ...
G Physics ;:Lzerci?;nts 3/032 |... for confinement ...
H Electricity Three points 307 |- consisting of
Subgroup multiple ...

TIPS and WATCH-OUTS

To find out to which of the various subgroups the invention
you want to search belongs, WIPO offers an easy-to-navi-
gate interactive version of the International Patent Classifi-
cation http://www.wipo.int/classifications/ipc/en/ / kyDEHA
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Example:

We will perform a search very similar to the first one. This time we
will look for patents published between 2013 and 2014 for football
boots.

Classification:
First, we need to know what the IPC code for footwear is. For this we
will check WIPQ’s classification system: http://goo.gl/Pn4z3E

> Section A: Human Necessities
> Class 43: Footwear
> Subclass B: Characteristic features of Footwear; Parts of
Footwear
> Group 5: Footwear for sporting purposes
> Subgroup 02: Football boots

According to the Classification, the code A43B5/02 is the applica-
ble one to our case

TIPS and WATCH-OUTS

Although the WIPQ’s Classification System is available in
multiple languages, it is recommended to use the English
version since it is the most complete.

Search
Should we choose to use the Espacenet database to conduct the
search, these are the steps to take:

This search will provide us with more complete results than a “FOOTBALL” keyword search, since patents containing the term “SOCCER”
and other very general descriptions or titles will also appear (Eg. Mobile stud sole).


http://goo.gl/Pn4z3E
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3. Related links & additional information

For further information about Intellectual Property Rights in Latin
America please visit http://www.latinamerica-ipr-helpdesk.eu

Espacenet search Online tutorial
https://rs.espacenet.com/help?locale=lg RS&topic=index&metho-

d=handleHelpTopic

Latipat search Online tutorial
http://lp.espacenet.com/

4. GLOSSARY

State of the art/prior art: All the information that is accessible
to the public by its use, oral or written description or any other
means in a certain territory (generally, the world).

Boolean operators: Also known as logical operators, are words
or symbols that allow connecting concepts or groups of terms to
expand, limit or define the search faster. The following symbols
are included: AND, OR, XOR, NOT, NEAR, WITH, SAME.

Truncation operators: Also known as proximity or aggregator

operators are symbols that allow searches of partial or similar
terms. The following symbols are included: +,*,$,7?.

Last update: june 2017
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MANAGE YOUR INTELLECTUAL PROPERTY IN LATIN AMERICA
ABOUT LATIN AMERICA IPR SME HELPDESK:

The Latin America IPR SME Helpdesk offers free of charge, first-line support on IP and IP rights matters to facilitate the expansion of
European SMEs (EU SMEs and SMEs from the Associated countries) already established at, or working with entities in Latin America as
well as those potentially interested in establishing commercial and R&D activities and ventures in these countries.

SERVICES

Helpline: Ask our experts any IP related questions in Latin America! We provide professional IP advice — customized,
straightforward, and free of charge. Our Experts will answer your question within three working days.

Newsletter: Keep track of the latest news on IP in Latin America relevant to your business.

Multi-lingual Webportal: Browse our multilingual web portal for a broad range of information and
training materials on IPR in Latin America in English, Spanish, Portuguese, French and German.

aspects of IPR protection and enforcement issues for doing business in Latin

America.

For more information please contact the Helpdesk:
info@latinamerica-ipr-helpdesk.eu
helpline@latinamerica-ipr-helpdesk.eu

SPAIN l
ADDRESS:University of Alicante, Campus San Vicente del Raspeiq
Edificio Torre de Control, 03690 Alicante, Spain

TEL: +34 96 590 9684

E-MAIL: head_office®latinamerica-ipr-helpdesk.eu
WORKING HOUR: Monday - Friday 9:00 -16:30 (CEST)

BRAZIL

ADDRESS: Rua Marqués de Olinda, 70 - Botafogo. Rio de Janeiro-
RJ, CEP 22251-040

TEL: +55 21 2237-8728

E-MAIL: brazil®latinamerica-ipr-helpdesk.eu

WORKING HOUR: Sh0O0 - 18h00 (GMT-3)

MEXICO

ADDRESS (1): c/del Puente 222 Ejidos de Huipulco, Tlalpan 14380,
Ciudad de México, Distrito Federal

TEL: +52 (55) 5483-2252

E-MAIL: mexico®latinamerica-ipr-helpdesk.eu

WORKING HOUR: 9h30-18h30 (GMT-5)

ADDRESS (2): Avenida Eugenio Garza Lagtiera & Rufino
Tamayo, Valle Oriente, San Pedro Garza Garcia, 66269, Nuevo
Ledn, México

TEL: +52 (81) 86256000

E-MAIL: mexico®latinamerica-ipr-helpdesk.eu

WORKING HOUR: Sh00-17h30 (GMT-5)

CHILE

ADDRESS: Galvarino Gallardo 1690, Providencia, Santiago
TEL: (56-2) 2 787 8422 - 2 787 8400

E-MAIL: chile®latinamerica-ipr-helpdesk.eu

WORKING HOUR: 9h30-18h30 (GMT-3)
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Download guide:

Disclaimer:

The Latin America IPR SME Helpdesk
is a free service which provides
practical, objective and factual
information aimed to help European
SMEs understand business tools
for developing IPR value and
managing risk. The services are not
of a legal or advisory nature and
no responsibility is accepted for the
results of any actions made on the
basis of its services. The content
and opinions expressed are those of
the authors and do not necessarily
represent the views of the European
Commission and/or the Executive
Agency for Small and Medium-sized
Enterprises or any other body of the
European Union. Before taking specific
actions in relation to IPR protection
or enforcement all customers are
advised to seek independent advice.
Neither the European Commission nor
the Agency may be held responsible
for the use which may be made of the
information contained therein.
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