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INTELLECTUAL PROPERTY ADVICE FOR YOUR BUSINESS

u_ % European IP Helpdesk :_
e e — China IP SME Helpdesk

India IP SME helpdesk

-= Africa IP SME Helpdesk el South-East Asia IP SME Helpdesk
Latin America IP SME Helpdesk —— _- — :'
— ol L

Six EU-funded helpdesks offer free resources to your small or medium-sized
business to help you manage your intellectual property.

https://ec.europa.eu/ip-helpdesk
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Lisa Lu
IP Business Advisor
@ China IP SME Helpdesk

Lisa.lu@china-iprhelpdesk.eu

Lisa Lu is the IP Business Advisor at China IP SME Helpdesk in Beijing, where she advises European SMEs
on intellectual property rights matters. She holds a double master’'s degree in law from the China
University of Political Science and Law and University of Hamburg. Before joining the China IP SME
Helpdesk at the European Chamber, Lisa worked as a trademark attorney for the Ferrante Intellectual
Property and Chang Tsi & Partners. She mainly focused on the fields of trademark prosecution, trademark
enforcement, copyright protection and unfair competition. During her time working in both law firms, she
dealt with a variety of clients including but not limited to automotive performance, media, entertainment,
new energy, apparel, architecture design, data management, e-commerce, household products, HVAC,
and fire & security. Her clients included a range of globally leading companies and small and medium-
sized enterprises (SMEs). Lisa is fluent in Chinese and English.
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01| IP an ESG

€ 1 ESG strategy

IP in ESG IP to achieve ESG goals: Strong ESG
report = patented innovation; strategy to

= use of eco-friendly trademarks; increase the

= licensing your IP portfolio value of the IP

assets, etc.
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02 | Different types of IP in China

H European
Commission

IP Helpdesk

" |P types: trademark (logo, brand),

Home | Services v | Regional helpdesks v  [IZENEREGENENERLEEE -0

patent (innovation, industrial design),

Home » IP managementand resources > [P tools
copyright (logo, packaging, banner,

brochure, software), trade secrets IP diagnostic tool

The IP Diagnostic tool will help you analyse your level of preparedness and knowledge in IP and

(U npu blic business information) identify the relevant aspects on which you may need further information.

This test consists of a questionnaire divided into three categories:

“ |IP principles in China: registration,

« IP Protection — to identify which are the most relevant IP rights to you

f| I’St-tO-f”e, territo rial rights' absolute + IP Internationalisation and Commercialisation — to assess your knowledge on how IP rights

can be exploited for your business

nove'ty « IP Practice — to test your general awareness in IP

Once you have completed the questionnaire you will get a personalised report helping you identify
the areas in which you should be careful in drafting or adapting your IP strategy when
internationalising to a new region.

« (China IP Diagnostic tool
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02 Different types of IP in China
- Patent

Invention patents vs Utility models vs

Design patents > The new method of the AR glass,

such as displaying virtual information
= Invention patents: new technical solutions or

in a view of a real environment;

improvements to a product or process, functionality. Software with technical features (rare)

20 years of protection. i
— Invention patents

= Utility _models: products with new shape or

» The structure of the AR glass
— Utility models

structural physical features, functionality. 10 years of

protection.
= Design patents: the aesthetic aspects of the » The aesthetic detalils of the AR glass;
product, non-functionality. 15 years of protection. Graphic user interface (GUI)

— Design patents
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Different types of IP in China
02 _ Patent

Two routes

= National: directly with the CNIPA.

Priority claims: 12 months for invention

and utility model;

6 months for design patent

Open license system

= International:
« PCT: invention patent and utility
model

 Hague system: design

CHINA
IP SME HELPDESK
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- China National Intellectual Property Administration
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Different types of IP in China
02] _ Patent

Parallel filing of a UM and

an invention patent

= Parallel filing on exactly
the same day, with a
declaration
— abandon UM once the
invention patent is

officially granted

CHINA

Advantages

= Compensating the lack
of protection while the
invention patent is still
pending

= Extension protection

term
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02 Different types of IP in China
- Trademark

@ Brand name, logo, trade name 4? Chinese trademarks

= Phonetical

= Literal

= Easy to remember
" National: CNIPA RANCE SEARCH

= International: Madrid system
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Different types of IP in China
- Trademark

02|

@ Used mark with ® = registered mark @ _

= Goods / = Logo *= Fine from AMR
services = Fonts " non-use cancellation
= Wording = Colour? = infringing other’s rights
(Cof) Absolutely prohibited to use
To
= Misleading or deceptive, adverse effects P fﬂr use Vf‘
Tr Ademark

European
Commission
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Different types of IP in China
02] _ Copyrigh
yright

@ Logo, | @ Registration

packaging, ' IS recommended:

banner, fast and easy

software
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Different types of IP in China
- Trade secrets protection

02

) How to protect trade secrets

= Identify and catalogue your trade secrets

= Use a combination of physical, technical and contractual barriers

= Document trade secret protection measures you take, in case of a
dispute later on

= Implement a trade secret protection policy within your company,
making sure your employees understand your expectations

= Consider non-disclosure agreements before entering negotiations with

third parties

CH I NA © European Union, 2023. Reuse is authorised provided the source is acknowledged. The reuse policy of European
IP SME HELPDESK European Commission documents is regulated by Decision 2011/833/EU OJ L 330, 14.12.2011, p.39. : .
Commission



03

IP SME HELPDESK European Commission documents is regulated by Decision 2011/833/EU OJ L 330, 14.12.2011, p.39.

SO
License agreement P REN K
- Important contract provisions to INCLUDE

Definition of the scope of use of IP

Monitoring of the licensee’s activities: Prevent unauthorised use

Ensuring the validity of your agreement

Protection of new technologies generated: Address ownership issues

Assignments or transfers: Prevent your technologies from being transferred to third
parties without your permission

IPR produced by employees: Avoid future disputes

Confidentiality: Protect your confidential information

Dispute resolution: Applicable law is Chinese law and jurisdiction is in China
Termination

Language: including Chinese
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04 Remedies for infringement
- Different options

4.1 Roadmap of enforcement actions

Evidence collection

Ownership
Use evidence of the owner

Infringement evidence

Evidence preservation

[ ]

Finding infringement n

i .

Notification ADR Litigation 4 3
) letters Ca&bD .

Notice and Letters

take-down Adm. o

investigation
or raid -
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05 | Take-away messages

v' Prioritise IP in your ESG strategy.
i v Audit your IP asset and obtain IP protection. For trademark and patent, no
=] registration = no protection.

v Use IP properly, and avoid infringing any third-party IP.

v’ Use the 5 steps to protect the trade secrets.
é v' Make sure license agreements are suitable for China and are enforceable against
your counterparty.

v' Evidence collection and preservation is essential to enforce your rights in China.

@ v' Contact the China IP SME Helpdesk question@china-iprhelpdesk.eu
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Stay connected!

@iprchina

m @ChinalPR-hd

China IP SME Helpdesk @ ChinalPRSMEHelpdesk
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Questions?

HELPLINE

free, fast & confidential

3ddys’

question(@china-iprhelpdesk.eu

Your feedback is very valuable info for us.

We appreciate if you could share your comments with us.

CHINA
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